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The Patent Regulation Board and the Trade Mark Regulation Board 

Minutes 

Thursday 22 March 2018 at 12 noon 

Room 106, 16 High Holborn, WC1V 6BX (Orega) 

 

Attending:  

Steve Gregory (Chair) 
David Bream 
Alicia Chantrey 
Jonathan Clegg 
Keith Howick  
David Musker 
Nigel Robinson 
Caroline Seddon 
Nick Whitaker 
 

In attendance: Fran Gillon, Shelley Edwards, Victoria Swan, Karen Duxbury (items 1-9), Rachel 
Greensides, Emma Reeve  

1. Apologies 
 
James Turner 
 

2. Notification of any conflicts of interest 

None 

3. Minutes of February 2018 meeting 

The Board agreed the minutes of the February 2018 meeting subject to the following amendments: 

• the figure of “c£22,000” in paragraph 5.4 shall be amended to “£6,472”; and 
• “one day” in the last sentence of paragraph 5.7 shall be replaced with “per diem”. 

 
4. Action Log 

The action log was agreed.  

5. Finance update (FG/KD) 
 
5.1. KD presented the Income Report as at 22 March 2018 which showed total income of 

£784,238 with Practice Fees of £783,253. The 2018 Budget is £771,800. 



 

Board Minutes – March 2018  Page 2 

 

5.2. KD reported that IPReg was in the last phase of fee collection and letters from the Head of 
Registration had been issued on 1 March to: 
 
• 43 non-compliant attorneys and 1 non-compliant registered body that had not 

completed their annual return or paid their fees; and  
• 22 attorneys/ organisations who had completed their annual returns but not paid 

their fee invoices. 
 

As at 22 March 2018, there remained:  
 

• 20 non-compliant attorneys that had not completed their annual return or paid their 
fees; and  

• 6 attorneys who had completed their annual returns but not paid their fee invoices. 

The letters included a warning of suspension unless we received payment of fees (and a 
completed annual return where appropriate) within 30 days.  

5.3. KD further reported that upon expiry of the 30-day period, any non-compliant registrants 
will receive a letter from the Head of Registration on 1 April 2018 advising them that: 

 
• they have been suspended from the Register (the Board noted that the “Find an 

Attorney” search function on IPReg’s website would display any such person as 
“suspended”);  

• they have three months in which to make good any non-compliance; and 
• upon expiry of that three months, if they are still non-compliant, they will be 

removed from the Register.  
 
5.4.  

 
  

 
5.5. KD reported that there had been 140 attorney admissions in 2017 of which, 14 had been 

admitted to the Register after 1 November 2017 and their 2017 fees were waived. Based 
upon the 2017 level and timing of admissions, it is anticipated that IPReg will receive 
c.£24,000 in new admission fees in 2018.  

 
6. Chair and CEO activities (not covered elsewhere): 

 
6.1. Discussions with CIPA/CITMA (SG) 
 

The Chair noted that CIPA and CITMA had not yet written to HMRC regarding the applicability 
of the money laundering regulations to registered attorneys and IPReg will continue to press 
them on this. 
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6.2. Board recruitment (FG) 
 

6.2.1. The Chair reported that the interviews for the two professional and one lay Board 
positions had taken place on 20 and 21 February 2018 and that three positions had been 
offered. Alan Kershaw, whose previous experience includes Chair of CILEx Regulation, 
had accepted the lay Board member position. Samantha Funnell, a registered patent 
attorney and EPA with a background in high tech IP management and licensing, had 
accepted the professional PRB position. Emma Reeve of Stobbs IP had accepted the TRB 
position and was attending the March Board meeting as an observer.   
 

6.2.2. The Chair noted that three Board members, SG, KH and NW, would complete their first 
terms of office on 30 June 2018 and that CIPA and CITMA had not raised any objections 
to their re-appointment. It was noted that re-appointment letters would be issued in 
due course.  

 
6.2.3. The Board noted the following regarding the Chair appointment process: 
 

  
  

 
  

  
  

 
 

6.2.4. The Chair reported that IPReg considered that there should be a six-person appointment 
panel to include: 
 
• one representative each from CIPA and CITMA; 
• an independent lay person who was familiar with regulatory Board functions (it was 

noted that FG was currently trying to find someone to fulfil this role); and 
• three lay representatives from the IPReg Board including the acting Chair, giving a lay 

majority. 
 

6.2.5. It was noted that, in line with the IGRs, IPReg would control the recruitment process. 
CITMA and CIPA would be asked for their views at certain points and these would be 
considered. However, this must not delay the appointment process. FG reported that 
she had spoken with three specialist recruitment consultant firms and she was awaiting 
proposals and costings from each of them.  
 

6.3. LSB/IPReg CEO meeting 16 March (FG) 
 

FG reported that she and Neil Buckley, Chief Executive of the LSB, met regularly. They had  
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discussed the following at their meeting on 16 March: 
 

  
 

 
  
  
  

 
  

 
 

  
 

  
 

7. Complaints update (SE) 

SE presented the complaints update to the Board. SE reported that two complaints had closed in 
the last month, both of which had been referred to LeO. There are currently four open complaints 
as follows: 

  
 

  
  

 
  

  
 

  
  

 
 

 
8. Non-practice related misconduct policy (SE) 

 
8.1. SE presented a paper to the Board regarding non-practice related misconduct and asked the 

Board to consider whether, as a matter of principle, complaints concerning a registrant’s 
conduct outside of a professional context can be investigated and subject to disciplinary 
proceedings.  
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8.2.  

 
 

8.3. The Board agreed that it was appropriate to consider this matter since dishonesty, for 
example, could pose a real risk to consumers. The Board also noted that there was a 
difference between what an attorney was required to attest to at the time of admission to 
the Register and then what information he/she was required to provide going forward. 
 

8.4. The Board agreed that it would want the right to consider non-practice related misconduct. 
The Board agreed that it was within IPReg’s jurisdiction to investigate such misconduct if it 
raised queries over an attorney’s professional conduct.  
 

8.5. The Board discussed the issue in the context of Article 8 ECHR (Right to private and family 
life). SE highlighted that IPReg must be proportionate and consider the connection between 
the non-practice related misconduct and the suitability to practise.   
 

8.6. The Board noted IPReg’s Guidelines on the Assessment of Character and Suitability, in 
particular paragraph 1.3, which sets out a number of questions that applicants to the Register 
will be asked at the point of admission, focusing on whether an applicant has been convicted 
of an offence involving dishonesty or violence, any offence associated with obstructing the 
course of justice or the unauthorised use of a professional title, any racially motivated 
offence, any sexual offence or any offence resulting in an actual or suspended term of 
imprisonment. The Board also noted Rule 5 of the Code of Conduct, that regulated persons 
must act with integrity, and the associated guidance which included that a regulated person 
should not do anything to compromise the dignity and good standing of the regulated person, 
or of the patent or trade mark profession.   
 

8.7. The Board discussed the possibility of adding an affirmation to the annual return or at the 
point of CPD collection following the line of the questions asked in the Guidelines on the 
Assessment of Character and Suitability. The Board discussed whether IPReg needed to take 
in to account, for example, recurrent lesser offences.  
 

8.8. The Board agreed that the Executive has the right to make a judgement as to whether IPReg 
investigates anything below the level of offence set out in paragraph 1.3 of the Guidelines on 
the Assessment of Character and Suitability. If an offence set out within the Guidelines is 
reported, or if the Executive has any doubt as to whether a reported offence should be 
investigated, then the case is to be referred to a CRC. 

Action: SE to draft internal guidelines to reflect the Board’s approach. 

9. IPReg Limited Constitution and Directors’ remuneration (FG/KD) 
 
9.1.  
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9.2.  
  

 
9.3. The Board noted that it would be useful if the items on Board meeting agendas were marked 

as work pertaining to the role of IPReg Board member or Director of IPReg Limited.  
 

9.4. The Board agreed that: 
 

• each Board member will monitor the time they spend on their different activities between 
the date of this Board meeting (including discussion of this issue) and the July Board 
(which will consider the audited accounts and, possibly, IPReg’s review of the 
categorisation of attorneys and the related level of practice fees for 2019); 
 

• the issue will be reviewed once the evidence has been analysed; 
 
• All Board members will also be Directors of IPReg Limited. 

 

Action: FG to produce a spreadsheet with categories of work setting out whether such work 
was carried out in the role of Board member of IPReg or Director of IPReg Limited.  

Action: Board members to record their time in accordance with the spreadsheet from the 
March Board meeting until the July Board meeting (to include the review of the annual 
accounts of IPReg Limited).  

Action: For Board meetings going forward, the agenda is to be broken down into whether 
the item involves work pertaining to the role of Board member of IPReg or Director of IPReg 
Limited.  

 
10. Training Protocol (VS) 

 
10.1. VS presented a paper to the Board setting out the draft Training Protocol and a proposed 

promotion campaign. VS explained that a working group had been set up to consider the 
need for guidance in relation to supervision and training. The Training Protocol was 
developed by the working group as a voluntary guidance tool, aimed, in particular, at those 
new to a supervisory role and/or trainees in small firms. It was noted that IPReg had received 
very positive feedback on the draft Training Protocol from the CIPA Informals Committee 
and Nottingham Law School Students.   

 
10.2. The Board agreed to approve the Training Protocol and promotion campaign set out within 

the Board decision paper.  
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11. Sheffield University Litigation Course Application (VS) 

 
11.1. VS presented a paper to the Board detailing the application by Sheffield Law School to 

become a provider of the Basic Litigation Skills Course, leading to awarding of the 
Intellectual Property Litigation Certificate (IPLC) by IPReg. VS noted that there were three 
other course providers, Nottingham Law School, CPD Training and The Patent 
Examination Board (PEB) (although the PEB is no longer delivering the course due to a 
number of factors). 
 

11.2. The Board agreed: 
 

• to consider the independent Assessors’ recommendations to approve Sheffield 
University’s application to provide a Basic Litigation Skills Course; 

 
• to issue Sheffield University with approval of its proposed Basic Litigation Skills Course, 

valid for 5 years; and  
 
• that, in accordance with the Assessor’s recommendations, Sheffield University is asked 

to ensure that: 
 

i. course materials are IP-specific and the course is taught with involvement of 
additional professionals as appropriate; 

ii. consideration is given to include some pre-reading to ensure a certain level of pre-
knowledge; and  

iii. ensure that the course is open to all applicable registrants and trainees and is not 
firm-specific. 

 
12. Examinations Only Route (VS) 

 
12.1. VS explained that IPReg had formally consulted in 2014 on the proposal to remove the 

examination-only route and, given the high volume (c.200) of responses, the majority of 
which were opposed to the proposal, IPReg had announced it would not make a policy 
decision for at least two years.  
 

12.2. VS explained that, as the previous lead assessor of the PEB reaccreditation exercise had 
been unable to complete a report due to ill health, another assessor should be appointed 
to undertake the PEB assessment with a view to the assessment of the PEB’s 
reaccreditation being completed as soon as possible. 

 
12.3. The Board agreed: 

 
• the examination-only route to qualification for patent attorneys provided by the PEB be 

retained; 
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• the 2014 consultation proposal to remove this route to qualification be officially 
withdrawn; and   
 

• another assessor, Jane Chapman, is appointed to undertake the PEB assessment with a 
view to the assessment of the PEB’s reaccreditation being completed as soon as 
possible. 
  

 
13. LSB Performance Management Dataset (VS) 

 
13.1. VS presented a paper setting out IPReg’s draft performance dataset under the LSB’s new 

regulatory performance assessment process.  
 

13.2. VS explained that the dataset template had been issued by the LSB as part of its 
commitment to a more proportionate, evidence and risk-based approach to performance 
assessment. Data is to be collated in relation to four of the five function-based standards: 
Authorisation, Supervision, Enforcement and Well-Led: Governance and Leadership. No 
data is requested under the fifth standard, Regulatory Approach, as it does not lend itself 
to this type of assessment. The dataset will be requested annually.  

 
13.3. Regarding the data at point 4 (Well-led: Governance and Leadership), the Board noted 

that IPReg’s staff turnover figure may appear to be high although this was explained due 
to the small size of the office, the change of just one person has a material impact (and 
the accompanying narrative reflects that).  

 
13.4. The Board agreed to approve the dataset for submission to the LSB as part of the LSB’s 

new regulatory performance assessment process. 
 

14. AOB 
 

None. 
 

15. Regulatory Statement 
 
Confirmation that, except where expressly stated, all matters are approved by the Patent 
Regulation Board and the Trade Mark Regulation Board.   

 

 




